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DETAILED ACTION 

1 This communication is in response to applicant's amendment to first non-final 
office action, which was filed June 14, 2006. 

2 An amendments and arguments to rejected claims 1-23 have been entered and 
made of record in the application of Robison et al., "Control apparatus for automated 
downhole tools" filed on January 22, 2004. 

Claims 1,12 and 20 are amended. 

Claims 2-8, 10, 11 and 13-17 are the same as originally filed. 
Claim 9 is canceled. 

Claims 18, 19 and 21-23 are as previously presented. 
New claims 24-34 are introduced. 
Claims 1-8 and 10-34 are pending. 

Response to Arguments 

3 Applicant's amendments and arguments with respect to claims 1-8,10-23 and 
newly introduced claims 24-34 have been considered and are persuasive. Therefore, 
the rejection has been withdrawn. However, upon further consideration, a new 
ground(s) of rejection is made. 
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Rejections - 35 USC§103 



4 The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 



5 The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 



6 Claims 1-6, 8, 10-13, 16-26 and 33-34 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over US Patent of Pia et al., (5,890,540) in view of US Patent of 
Angle (6,431,270). 



7 As to claim 1 , Pia et al., discloses a method of operating one or more downhole 
devices in a wellbore (Col. 1 , lines 3-5) comprising disposing the one or more devices in 
the wellbore (Col. 1 , lines 6-14), the one or more devices having at least an open and a 
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closed position (Col. 2, lines 10-30), providing a signal to the one or more devices to 
move between the open and the closed position (Col. 3, lines 47-67; Col. 4, lines 1-24), 
the signal being generated based upon an operator's interaction (Col. 2, lines 50-62), 
monitoring the signal to confirm movement of the one or more downhole devices 
between the positions (Col. 2, lines 62-65; Col. 4, lines.24-29). However, Pia et al., does 
not expressly disclose the signal being computer generated based upon an operator's 
interaction with a touch screen and monitoring the signal being via the touch screen. In 
the same field of endeavor, Angle discloses a method of operating one or more 
downhole devices in a wellbore, the signal being computer generated based upon an 
operator's interaction with a touch screen (Col. 4, lines 37-56; Col. 7, lines 25-67; Col. 8, 
lines 1-34) and monitoring the signal via the touch screen to confirm movement of the 
one or more downhole devices between the positions (Col. 14, lines 38-46; Col. 16, 
lines 61 -67; Col. 17, lines 1-18). 

It would have been obvious, to one skilled in the art, at the time of the invention 
to modify the method of operating one or more downhole devices in a wellbore of Pia et 
al., by incorporating the computer generated operator's interaction with a touch screen 
and monitoring the signal via the touch screen, as disclosed by Angle, in order to have a 
method of operating one or more downhole devices in a wellbore comprising disposing 
the one or more devices in the wellbore, the one or more devices having at least an 
open and a closed position, providing a signal to the one or more devices to move 
between the open and the closed position, the signal being computer generated based 
upon an operator's interaction with a touch screen, and monitoring the signal via the 
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touch screen to confirm movement of the one or more downhole devices between the 
positions, because Pia et al., discloses a method of operating one or more downhole 
devices in a wellbore that may be operated and monitored from the surface to move the 
downhole devices to desired locations and confirm movement of the downhole devices 
and Angle disclose a method of operating one or more downhole devices in a wellbore, 
the signal being computer generated based upon an operator's interaction with a touch 
screen to improve quality of the displayed image. One skilled in the art realizes 
incorporating a touch screen for operator's interaction and monitoring the signal to 
confirm movement of the one or more downhole devices between positions provides 
would be a user friendly user interface and employing a touch screen for user interface 
is well known and widely used in various environments. 

8 As to claim 2, the method of claim 1 , further, Pia et al., discloses providing the 
signal to the one or more devices comprises transmitting the signal to a controller (Col. 
2, lines 15-30; 53-56). 

9 As to claim 3, the method of claim 2, further, Pia et al., discloses comprising 
moving the one or more devices between the open and the closed position (Col. 6, lines 
54-67; Col. 7, lines 1-2). 

10 As to claim 4, the method of claim 1 , further, Pia et al., discloses the one or more 
devices are operated using fluid pressure (Col. 4, lines 8-19). 
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11 As to claim 5, the method of claim 4, further, Pia et al., discloses the signal to the 
one or more devices comprises transmitting the signal to a controller (Col. 1, lines 12- 
14). 

12 As to claim 6, the method of claim 5, further, Pia et al., discloses placing the one 
or more devices in fluid communication with a fluid source (Col. 1, lines 12-14; Col. 2, 
lines 34-38). 



13 As to claim 8, the method of claim 1 , further, Pia et al., discloses moving the one 
or more downhole devices between an open position and a closed position (Col. 6, lines 
56-67; Col. 7, lines 1-3). 

14 As to claim 10, the method of claim 8, further, Pia et al., discloses moving the 
one or more downhole devices comprises providing a pressure to operate a controller to 
move the one or more downhole devices (Col. 6, lines 56-67; Col. 7, lines 1-3). 



15 As to claim 11 , the method of claim 8, further, Pia et al., discloses moving the 
one or more downhole devices comprises providing a first pressure to operate a 
controller (Col. 5, lines 41-51), and providing a second pressure to move the one or 
more downhole devices (Col. 5, lines 51-67; Col. 6, lines 1-10). 



Application/Control Number: 10/763,577 Page 7 

Art Unit: 2612 

16 As to claim 12, Pia et al., discloses a method of monitoring operation of a 
downhole tool (Col. 1, lines 3-5), the method comprising providing a signal to the 
downhole tool (Col. 2, lines 50-65), whereby the signal causes the tool to switch 
between an initial and a second state (Col. 3, lines 47-67; Col. 4, lines 1-24), and 
monitoring variables within a fluid control system for operating the downhole tool to 
confirm the state of the downhole tool (Col. 2, lines 44-56), the variables including at 
least one of pressure, time, total flow, and flow rate (Col. 2, lines 44-65; Col. 4, lines 24- 
29). 

17 As to claim 13, the method of claim 12, further, Angle discloses monitoring the 
variables comprises viewing a touch screen having information related to the variables 
(Col. 7, lines 25-36). 

18 As to claim 16, the method of claim 12, further, Pia et al., discloses the downhole 
tool comprises one or more fluid control devices (Columns 2-3). 

19 As to claim 17, the method of claim 12, however, Pia et al., does not expressly 
disclose interacting with the touch screen to modify the operation of the downhole tool. 
In the same field of endeavor, Angle discloses a method of monitoring operation of a 
downhole tool by interacting with the touch screen to modify the operation of the 
downhole tool (Col. 14, lines 38-46; Col. 16, lines 61-67; Col. 17, lines 1-18). 
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It would have been obvious, to one skilled in the art, at the time of the invention 
to modify the method of monitoring operation of a downhole tool of Pia et al., by 
incorporating the touch screen to modify the operation of the downhole tool, as 
disclosed by Angle, in order to have a method of monitoring operation of a downhole 
tool by interacting with the touch screen to modify the operation of the downhole tool, 
because Pia et al., discloses a method of monitoring operation one or more downhole 
devices in a wellbore that may be operated and monitored from the surface to move the 
downhole devices to a desired locations and confirm movement of the downhole 
devices and Angle disclose a method of monitoring operation one or more downhole 
devices in a wellbore by interacting with the touch screen to modify the operation of the 
downhole tool to improve quality of the image. 

20 As to claim 18, Pia et al., discloses a method of operating a plurality of downhole 
devices in a wellbore (Col. 1, lines 3-5) comprising disposing the plurality of downhole 
devices in the wellbore (Col. 1 , lines 6-14), each of the plurality of downhole devices 
having at least an open position and a closed position (Col. 2, lines 10-30) and in 
selective communication with a fluid source (Col. 1, lines 12-14; Col. 2, lines 34-38), 
positioning a controller in the wellbore (Col. 3, lines 47-67), generating a signal based 
upon an operator's interaction at the surface (Col. 21 , lines 20-45), transmitting the 
signal to the controller (Col. 6, lines 39-42), whereby the controller places a selected 
downhole device in fluid communication with the fluid source (Col. 2, lines 44-65; Col. 4, 
lines 24-29), and operating the selected downhole device between the open position 
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and the closed position (Col. 4, lines 20-29). However, Pia et al., does not expressly 
disclose the signal generated based upon an operators interaction being with a touch 
screen. Angle discloses the signal being generated based upon an operator's 
interaction with a touch screen (Col. 4, lines 37-56; Col. 7, lines 25-67; Col. 8, lines 1- 
34; Col. 14, lines 38-46; Col. 16, lines 61-67; Col. 17, lines 1-18). 

It would have been obvious, to one skilled in the art, at the time of the invention 
to modify the method of operating a plurality of downhole devices in a wellbore of Pia et 
al., by incorporating the signal generated operator's interaction with a touch screen, as 
disclosed by Angle, in order to have a method of operating a plurality of downhole 
devices in a wellbore comprising disposing the plurality of downhole devices in the 
wellbore, each of the plurality of downhole devices having at least an open position and 
a closed position and in selective communication with a fluid source, positioning a 
controller in the wellbore, generating a signal based upon an operator's interaction with 
a touch screen, transmitting the signal to the controller, whereby the controller places a 
selected downhole device in fluid communication with the fluid source, because Pia et 
al., discloses a method of operating one or more downhole devices in a wellbore that 
may be operated and monitored from the surface to move the downhole devices to 
desired locations and confirm the movement of downhole devices to the desired 
locations and Angle discloses a method of operating a plurality of downhole devices in a 
wellbore, the signal being generated based upon an operator's interaction with a touch 
screen. One skilled in the art realizes incorporating a touch screen for operator's 
interaction and monitoring the signal to confirm movement of the one or more downhole 
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devices between positions provides would be a user friendly user interface and 
employing a touch screen for user interface is well known and widely used in various 
environments. 

21 As to claim 19, the method of claim 18, further, Pia et al., discloses providing a 
first fluid pressure to move the selected downhole device between the open position 
and the closed position (Col. 6, lines 56-67; Col. 7, lines 1-3). 

22 As to claim 20, the method of claim 19, further, Pia et al., discloses the signal 
comprises a second fluid pressure (Col. 5, lines 51-67; Col. 6, lines 1-10). 

23 As to claim 21 , the method of claim 20, further, Pia et al., discloses the first fluid 
pressure is higher than the second fluid pressure (Col. 5, lines 41-67; Col. 6, lines 1-10). 

24 As to claim 22, the method of claim 18, further, Pia et al., discloses the signal 
causes rotation of an actuating member of the controller (Col. 5, lines 60-67). 

25 As to claim 23, the method of claim 22, further, Pia et al., discloses a different 
downhole device is placed in communication with the fluid source as the actuating 
member is incrementally rotated (Col. 6, lines 50-67). 
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26 As to claim 24, the method of claim 22, further, Angle discloses comprising 
displaying an image representing the rotation of the actuating member on the touch 
screen (Col. 14, lines 38-46). 

27 As to claim 25, the method of claim 24, further, Angle discloses wherein the 
image comprises an indicator bar (Col. 7, lines 25-67; Col. 8, lines 1-34). 

28 As to claim 26, the method of claim 18, further, Pia et al., wherein a single fluid 
control line extends between the controller and the fluid source (Col. 1, lines 12-14; See 
figure 4). 

29 As to claim 33, the method of claim 18, further comprising removing the controller 
fluid communication with the plurality of downhole devices by selecting an icon on the 
touch screen (Col. 5, lines 36-45). 

30 As to claim 34, the method of claim 18, further comprising displaying a status on 
the touch screen indicative of the open or closed position for at least one of the plurality 
of downhole devices (Col. 4, lines 37-56; Col. 7, lines 25-67; Col. 8, lines 1-34; Col. 14, 
lines 38-46; Col. 16, lines 61-67; Col. 17, lines 1-18). 
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31 Claims 7, 14 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over US Patent of Pia et al., (5,890,540) in view of US Patent of Angle (6,431,270) and 
further in view of US Publication of Geaghan et al., (20030063073). 

32 As to claims 7 and 14, the method of claims 5 and 13, however, the combination 
of Pia et al., and Angle does not expressly disclose a signal to the one or more devices 
further comprises selecting an icon representing the one or more devices on the touch 
screen. In the field of touch panel system and method for distinguishing multiple touch 
inputs, Geaghan et al., discloses selecting an icon representing the one or more 
devices on the touch screen for electronic display systems as a replacement or 
supplement to a conventional keyboard and/or a mouse (Page 1, Par. 0002-0003; Page 
2, Par. 0024; See figure 8). 

It would have been obvious, to one of ordinary skilled in the art, at the time of 
invention, to modify a method of operating a plurality of downhole devices in a wellbore 
the touch screen display of manipulating the one or more devices of Angle, by 
incorporating sending signal to the one or more devices by selecting an icon as taught 
by Geaghan et al., in order to have sending a signal to the one or more devices further 
comprises selecting an icon representing the one or more devices on the touch screen, 
because Angle discloses a touch screen display for operating one or more downhole 
devices that allow the operator to manipulate the image to get a desired view (Col. 4, 
lines 37-56; Col. 7, lines 25-67; Col. 8, lines 1-34; Col. 14, lines 38-46; Col. 16, lines 61- 
67; Col. 17, lines 1-18) and Geaghan et al., a touch screen that user may selecting an 
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icon representing different operation or devices. One skilled in the art realizes 
incorporating a touch screen for operator's interaction and monitoring the signal to 
confirm movement of the one or more downhole devices between positions provides 
would be a user friendly user interface and employing a touch screen for user interface 
is well known and widely used in various environments. 

33 As to claim 15, the method of claim 13, further, Geaghan et al., discloses the 
touch screen comprises a touch sensor (Page 1, Par. 0007), controller (Page 3, Par. 
0034, lines 1-5, 21-23), and software driver (Page 1, Par. 0034, lines 20-21). 

34 Claims 27-32 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
US Patent of Pia et al., (5,890,540) in view of US Patent of Angle (6,431 ,270) and 
further in view of US Patent of Zimmerman (6,109,357). 

35 As to claim 27, the method of claim 18, however, the combination of Pia et al., 
and Angle does not expressly disclose wherein each of the plurality of downhole 
devices has a fluid control line connected with the controller. In same field of endeavor, 
Zimmerman discloses a method for plurality of downhole devices having a fluid control 
line connected with the controller (Col. 1, lines 48-67; Col. 2, lines 1-67; Items 24 and 
25 of figure 4; See figures 1a-f and 2a-c). 

It would have been obvious, to one skilled in the art, at the time of the invention 
to modify the combination of Pia et al., and Angle, by incorporating the a fluid control 
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line for operation of downhole tools, as disclosed by Zimmerman, in order to have a 
method of operation of a downhole tool, the plurality of downhole devices having a fluid 
control line connected with the controller, because Pia et al., discloses a method of 
operation one or more downhole devices in a wellbore that may be operated and > 
monitored from the surface having a fluid controller line and Zimmerman disclose a 
method of operation a plurality of downhole devices having multiple fluid control lines 
connected with the controller 

36 As to claim 28, the method of claim 27, further, Zimmerman discloses wherein a 
single fluid control line extends between the controller and the fluid source (Col. 2, lines 
45-48). 

37 As to claim 29, the method of claim 27, further, Zimmerman discloses comprising 
monitoring one or more conditions within the fluid control line of at least one of the 
plurality of downhole devices (Col. 2, lines 54-67). 

38 As to claim 30, the method of claim 29, further, Pia et al., discloses wherein the 
one or more conditions comprise at least one of pressure, time, total flow, and flow rate 
(Col. 2, lines 44-65; Col. 4, lines 24-29). 

39 As to claim 31 , the method of claim 29, further, Pia et al., discloses notifying the 
operator if operating the selected downhole device is not completed within an amount of 
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time base on monitoring the one or more conditions (Col. 2, lines 44-56; Col. 4, lines 20- 
36). 



40 As to claim 32, the method of claim 29, further, Angle discloses displaying the 
one or more conditions on the touch screen (Col. 14, lines 38-46). 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sisay Yacob whose telephone number is (571) 272- 
8562. The examiner can normally be reached on Monday through Friday 8:00 AM - 
4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeffery A. Hofsass can be reached on (571 ) 272-2981 . The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 



V 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Sisay Yacob 
08/18/2006 





